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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
6/1/2007 has been entered. 

Claim Rejections - 35 (JSC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 14, 22, and 29 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Regarding claims 14, 22, and 29, these claims recite the limitation "showing 
graphically the state of fulfillment of a bonus from zero to completion". The portion of 
this language that recites "the state of fulfillment" lacks antecedent basis. Further, the 
portion which recites "from zero to completion" is unclear. No complete point is 
mentioned in the claim. Are there multiple tiers of obtainable rewards? Does the 
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graduated scale only show "the state of fulfillment" up to a first-tier completion? What 
signifies this completion point? 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 14, 16, 17, 21-23, and 25-29 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kawan (U.S. Patent No. 6,889,198) in view of Kelly (U.S. 
Patent No. 6,293,865). 

Regarding claims 14, 16, 22, 23, 25 and 27-29, Kawan teaches a means for 
reading coded data from the memory of a smart card (Figure 1, Reference 16), storage 
means (Figure 1, Reference 6, and Column 5, Lines 1-3), calculating means (updating 
and formatting for display, the displaying of any information on the card is taken to read 
on uniform display) (Column 5, Lines 35-38), data-display means (Figure 1, Reference 
10), data registers (Column 6, Lines 6-10), several different merchants (Column 2, Lines 
18-20), several loyalty programs (Column 6, Lines 15-18), and means for navigation 
(Column 5, Lines 7-9). Kawan teaches displaying of different products and the 
respective amounts of loyalty points required to obtain each product (Column 7, Lines 
45-48). Kawan doesn't teach displaying that information in the format of a graded scale. 
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Kelly teaches a gaming system that totals performance and gives a reward based on 
that performance. Figure 13, Reference 1308 shows a graduated scale of number of 
points earned through the game, and the number of prize bucks that those points are 
exchangeable for. Reference 1 306 of that same figure shows the total amount of prize 
bucks earned up to that point. Examiner considers the entirety of Figure 13 to be a 
graduated scale, and thus the amount of prize bucks in Reference 1306 is considered to 
be part of the graduated scale. Since the prize bucks are inherently updated 
dynamically, the graduated scale is updated. It could also, however, be argued that 
Figure 13 in its entirety is not a graduated scale, but a screen that comprises a 
graduated scale separate from the amount of bonus points earned so far. By either 
interpretation, It would still have been obvious to one having ordinary skill in the art at 
the time the invention was made to display prizes available along with the amount of 
points needed to obtain an item and to display a marker indicating current performance 
on the same prize display (See figures below) . 
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The images above display taking the prize bucks counter and moving it to the 
applicable position on the graduated scale. Seeing as how this type of display is old 
and well-known for charities to use (to show how much money a cause has generated 
up to that point), those skilled in the art would have been capable of and found it 
obvious to display the graduated scale in the format shown. This would give the 
consumer a better impression of how many award points they have and what prizes 
those points could be redeemed for (in the case of Kelly, to better help those customers 
who have trouble linking their point total to where they stand on the graduated prize 
scale) . The calculations of claim 16 are seen as inherent calculations in obtaining 
current scale level and interval distance. 

With regard to the specific data content that is displayed ("said data 
corresponding to at least two types of bonus counters taken among freguency of visits, 
recency of visits, cumulative amount spent, and promotion points"), it could be argued 
that Kawan does not teach all of such specific data content. However these differences 
are only found in the nonfunctional descriptive material and are not functionally involved 
in the method (or structurally programmed) steps recited. The steps would be 
performed the same regardless of data content. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of Patentability, see In re 
Gulack, 703 F.2d 1381, 217 USPQ 401, 404 (Fed. Cir. 1983): In re Lowrv, 32 F.3d 
1579, 32 USPQ2d 1031 (Fed. Cir. 1994). Therefore, it would have been obvious to one 
of ordinary skill at the time of the invention to have displayed any type of bonus data 
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content. Such data content does not functionally relate to the steps and the subjective 
interpretation of the data content does not patentablv distinguish the claimed invention. 

Regarding claim 17, Kawan teaches the navigation means as being a touch 
screen (Column 5, Lines 10-11). 

Regarding claims 21 and 26, Kawan teaches comparing data input with data 
stored and displaying the results of this comparison in order to keep information 
updated (Column 6, Lines 56-66). 

4. Claims 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawan (U.S. Patent No. 6,889,198) in view of Kelly (U.S. Patent No. 
6,293,865), and further in view of Fox (U.S. Patent No. 5,943,624). 

Regarding claims 18-20, Kawan teaches a smart card interacting with a kiosk to 
display loyalty points. Kawan doesn't teach a portable phone, satellite decoder, or PDA. 
Fox teaches a cell phone that communicates, displays, and updates information from a 
smart card (this cell phone is taken to inherently include GPS technology, which reads 
on the satellite decoder) (Column 2, Lines 21-29). Official notice is taken that wireless 
PDA telecommunication technology is old and well known in the art. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to not 
only display the contents of the smart card loyalty registers on the terminal of Kawan, 
but to allow display of the smart card on other devices as well for greater comfort and 
flexibility. 
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Response to Arguments 

5. Applicant argues that Kawan and Kelly do not display a graduated scale based 
on at least two types of bonuses. The displayed data, however, is non-functional 
descriptive material. The claim reads "said data corresponding to". It does not matter 
what the data corresponds to. The displayed data itself does not change the 
functionality of the invention, and it would be obvious to display whatever information 
would be necessary in this case. 

6. Applicant further argues "Figure 1 3 of Kelly is not a graduated scale as argued by 
Examiner; it is a game user interface that contains a graduated scale and other 
interface components that are dynamically updated". Examiner does not entirely agree 
with this statement. Whether the prize bucks are displayed at a certain place beside or 
on top of the graduated scale (which is a simple task of moving the displayed number to 
a different area of the screen), or in a different corner of the screen is irrelevant. The 
entire screen could be taken to be the graduated scale, or the distinct portion could be 
considered the graduated scale. Regardless of this, the rejection has been amended to 
take both of these interpretations into account. 

7. Applicant further argues "the Office Action has failed to identify a reason why a 
person skilled in the art would combine Kawan, a system for tracking and updating 
loyalty points, with Kelly, which relates to a tournament network gaming system and has 
nothing to do with merchant loyalty programs". Examiner is simply using Kelly to teach 
the graduated scale. Dynamically updating graduated scales are old and well-known 
ways of displaying information. As explained in the rejection above, one example is 
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how charities have used this device for years to show the amount of revenue generated 
for a cause up to the date. Here is an image illustrating a CFC fund raiser that uses a 
graduated scale (that is dynamically updated as needed): 




Seeing as how a graduated scale was not invented by Applicant, an argument of 
impermissible hindsight to come to a conclusion of obviousness in this instance is not 
seen as being persuasive. Examiner could have used a graduated scale from any field 
to reject this limitation. 
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Conclusion 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bekerman whose telephone number is (571) 

272- 3256. The examiner can normally be reached on Monday - Friday, 7:30 - 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric W. Stamber can be reached on (571) 272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




JEFFREY D. CARLSON 
PRIMARY EXAMINER 



